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! REMARKS 
I. Inhodiiction and Overview 

Favorable reconsideration and allowance of the present claims, as now amended, 
is respectfiillylrequested. 

Claimi 1-29 are pending in the present application. Claims 1-29 are generaUy 
directed to anj online or computerized method and system for enabling an individual (a 
sender) to oid^ a gift-gram. The gift-gram includes a paper greeting message that can be 
customized o| peisonalized and has included therewith or attached thereto a negotiable 
payment instrument, such as a check or money order (p. 11, lines 18-22; p. 12, line 5) 
(referred to a^ a "gift-gram"). The method and system are designed to faciUtate purchase 
of the gift-gram through a computer and yet provide for direct physical deliveiy of the 
gift-gram to ai recipient (p. 1, lines 22-24 through p. 2, lines 5-6; p. 7. lines 17-19; FIG. 7; 
FIG. 12). Th? payeo specified on the gift-gram is not necessarily the recipient of the gift- 
gram. 

Claimk 1, 3. and 17 are presently amended, Claims 9 and 10 are canceled, and 
Claim 29 is n^w. Since two clainas have been cancelled and only one new claim has been 
added and since Applicant only submitted two independent claims with the original 
eiing, it is believed that no additional claim fees are required with this Amendment 

More 'specifically, Claims 1 and 17 have been amended to clarify that Applicant's 
invention includes interaction between the sender of a gift-gram and an online seller of 
the gift-gran^, whereby the sender has access to an online server of the seller, and the 
sender direct^ the seUer to create and send to a recipient a customized greeting message 
and an associated negotiable instrument made payable to a payee. The seller requests 
payment autjioiization for the monetary value of the payment instrument and, after 
payment au^orization is obtained, the onhne seller generates both the negotiable 
instrument and the message for direct delivery to the recipient. Support for the 
amendment to Claim 1 can be found at least on p. 1, lines 22-24 through p. 2, lines 5-6, p. 
13. lines 5-^ and 21-22. p. 15, lines 10-12, p. 24, lines 6-20, and p. 33, lines 5-14. 
Support for t^ amtaidment to Claim 17 can be found at least on p. 1, lines 22-24 through 
p. 2, lines 5-6, p. 7, lines 17-19, p. 13, lines 5-6 and 21-22, p. 15, lines 10-12, p, 24, lines 
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6-20, and p. 33, lines 5-14. Claim 3 is amended to conform to the language used in 
Claim I and lis not intended to be further limiting in any manner. Support for the 
amendment toj Claim 3 can be found at least on p. 8, lines 9-10, and p. 13 lines 5-6. Thus, 
no new matteri is presented. 

Claim 129 is similar to Claims 1 and 17 but includes the specific limitatioiis of 
receiving a requested mailing date for the ne^atiable instrument fi»m the send», printing 
the customizejl message on the stub portion of the negotiable instrument, and causing the 
mailing of the! printed negotiable instrument on the mailing date requested by the sender. 
I 

n, p^j^>.tjn p under 3^ U.S.C §lQ3<'a'> over various combinations of U.S Patents 
^ , 9( ^ 0412 toixackbarv et al.: 6.4 ^^-300 to SimpaoTi: S.299.29S to Kim et al.; and 
^■«93Q8Q to McGurl et al 

In the lOfiice Action dated August 28, 2003, Claims 1-28. and in particular Claims 
1 and 17, w^re rejected under 35 U.S.C. §103(a) as being obvious oyer Tadcbary or 
Simpson in v^ew of MoGurl or Kim. This rejection is respectfully traversed. 

To es^blish a prima facie case of obviousness, three basic critMia must be met 
First, there milsf be some suggestion or motivation, either in the references fliemselves or 
in the knowl^ge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference or combination of references must 
teach or suggest all the claim limitations. The teaching or suggestion to make the 

claimed combination and the reasonable expectation of success must both be found in the 

! 

prior ait, and W based on ^plicant's disclosure. 

i 
i 

A. Review of the Cited References 

U.S. Patent 5,960.412 to Tackbary et al. ("Tackbary") is directed to a method for 

I 

on-going ma^gemMt, selection, and delivery of social expression cards (coL 1. lines 19- 
22). This system is quite similar to the known online greeting card systems described in 
the Backgroiind of the lavention of the present application. A user is able to access the 
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owner's dataljase via the Internet, store occasion dates, select a card, and have it 
delivered to a j^cipient (col. 2, linfss 47-50; col. 4, lines 9-1 1). 

U.S. Itatenl 6.453,300 to Simpson ("Simpson") is directed to an improved 
greeting card iaving an electronic storage media, such as a compact disk (CD), contained 
therein, and a 'method of enabling the ptirchaser of the card to personalize the card for the 
intended recipjient for whom the card was purchased (col. 1, lines 18-24). The greeting 
card of Simp^n may typically be provided as a shape suitable for containing a CD or 
other similari:ir shaped storage medium (col. 3, lines 37-39). Through various techniques 
described in ^impson, a personaUzed message stored in the seUer's database becomes 
associated with identification data on the CD (col. 5, lines 33-38). When the recipient 
receives the Meeting card of Simpson, the lecipieni inserts the CD into a CD-ROM drive 
and plays thej CD (col. 5. lines 44-46). The CD automatically directs the recipient to a 
website where data is stored by the seller of the greeting card (col. 5, lines 54-56). The 
greeting thei^ displays for the recipient to view (col. 5, lines 58-61). After the 
personalized pessage is displayed, a generic set of information stored on the CD is then 
displayed (co). 6, lines 1-2, 14-15, 20-24). Specifically, a subset of a larger generic set is 
displayed (coi. 6. lines 24-28). For example, the CD may contain interesting facts about 
dates in eaclj month of the year, and only the month of birth of the recipient is then 
displayed (ool. 6, lines 9-11). 

U.S. patent 5,893,080 to McGurl et al. C'McGurl") is directed to a computerized 
payment disbursement system (col. 2, lines 44-45). McGurl essentiaUy teaches a 
computerized checking accomit where disbursement data is stored, recalled, archived, 
and/or inputted, and financial r^orts are generated (col. 4, lines 45-47; col. 4, Unes 21. 
54, 60). McGurl is primarily directed to methods and systems for having disbursemenla 
(electronic oj: printed checks) made in such a manner that unauthorized disbursements 
from the systbm are prevented. 

U.S. i»atent 5,299,295 to Kim et al. ("Kim") is directed to an electronic calculator 
for viewing. Iprinting, and registering checks (col 2, lines 66-67). In essence, Kim is 
directed to alhand-held electronic checkbook (col. 3, lines 37-38) used for electronically 
viewing, printing, and registering checks (col. 3, lines 38-39). The electronic checkbook 
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of Kim mclu4es a printer assembly having a check feed mechanism that operates in 
conjunction vi^th a print head so that as the check is being fed past the print head, the 

check infonnakon is printed on *e check (col. 7, lines 12-1 5). 

I 

B. rnmhihationiof References are T mpm per and Fail to Teach the Present Invention 

Applicant submits that the combination of Tackbary or Simpson with McGurl or 
Kim is insufficient to support a rejection under 35 U.S.C. §103. To estabUsh a ;,rjmo 
fade case of |obviousness, there must be some suggestion or motivation, either in the 
references tbeknselves or in the knowledge generally avaiUble to one of ordinary skill in 
the art. to modify the reference or to combine reference teachings. Such suggestion or 
motivation cahnot be based on the AppUcant's own disclosure. Applicant submits tiiat 
there is no suggestion or motivation to combine any of the cited references. Furthermore, 
even if the references are combined, each combination of references fails to teach or 
suggest all elements'Of Applicant's claimed invention. 
I 

1. I Comtoination of Tackbary and Kim 

Tackbbry isi directed to a method for on-going management, selection, and 
delivery of spcial expression cards (col. 1, lines 19-22). Tackbary does not teach or 
suggest use o|f an electronic checkbook by a sender to generate checks or greeting cards, 
hi fact, Tackbary teaches that it is often inconvenient for a user to have to buy stamps, 
keep track ofj addresses, and make trips to the post office to mail cards (col. 1, lines 35- 
40). Kim, oii the other hand, is directed to an electronic checkbook and calculator. Kim 
foils to teachjor suggest use of an electronic checkbook to generate a social expression 
card. It also iails to teach or suggest use ofttie Internet to perform transactions. In fact, 
an object of tjie invention of Kim is to provide "an electronic calculator which is portable, 
compact, duiiable, lightweight, easy to use, and energy efScient" (coL 2, lines 30-33). 
Kim has no ielevance to the present invention. Thus, one of skill in the art would not 
look to the teachings of Kim to modify Tackbary. Given that there is no suggestion or 
motivation t6 combine the teachings of Tackbary and Kim. the rejection under § 103(a) 
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with respect \o theicombinatioa of Tackbary and Kim is improper and should be 
withdrawn. 

Even if Tackbary and Kim are combined, the combination fails to teach all 
elements of >^plicant's claimed invention. Neither reference, alone or in combination, 
teaches creation and printing of a greeting message with a negotiable instrument (or a 
negotiable iniument with a greeting message) by a third party online seller for direct 
deUvery by th^ seller to the recipient at the request of the sender. Tackbary, in passing, 
states that a "jheck" or "charitable contribution" could be included with the greeting card 
(FIG. 5 (indicia); col. 9, lines 49-50); however, there is no explanation or even thought to 
how this cou^d actually be accomplished. Tackbary fails to enable the reader with an 
underetandin^ of who would generate the check, how the payee would be specified, bow 
(he amount o^ the negotiable instrument would be specified, how the check would be 
forwarded to ji payee, how the check would be included with the greeting, if at aU. and so 

I 

forth. ; 

Specijically.'with respect to Claim 1. Tackbary fails to teach s n^hUap the send e r 
tn speciiV a tiayee for the neporiable paym ent instrument, enabling the sender to specific 
the monetary value of the neeoiiable payment instrument, requesting payment 
authorization for at least the monetary value o f the negotiable payment insomnent based 



nn hilling information provided bv the se P '^Br- and after payment authorizatiftn hfis been 
nhtained, printi n p the messag e flTid negotiable navment instniment by the selfeT. With 
respect to Claim 17, Tackbary fails to teach a computer network system including a 
means for spfrifaine a n&vee for the n ftffotiahle payment insttument means for selecting 
tht> monetary value of the nepotiahle pa yment instnmient means for specifyit^S t?illinfi 



information |for the message and the negotiable instrument wherein thfi MHiPg 



mforniflrion InrhHfts a financial instimtion f >f the sender, means for requesting biPinS 
aiithoriratioij fW^TT. th<. financial institution o f the sender, means for printing the mffSSftg^ 
and negorial^ft |^avment instnmnenL and m eans for mailing the messape and ncRgtifthle 
p a yment instrument to the recipient. Likewise, with respect to Claim 29, Tacldjary fails 
to teach a ijiethod of directing the seUer to create and send to a recipient a printed 
negotiable payment instrument having a customized greeting message, including 
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^^■ftiving Dav«>« mformation frnm the send e r- the tiavee information specifying the payfifi 
fnr the negotiable payment inst p im^nt, enabling the sender to specify a monetary valaepf 
thP ne gotiable povment insti u m.>nr. printing the negotiable payment instnnnent, the 
mP...ftce include nn a stub norri nn nf the negotiate navment inf^tniment. the negotiable 
pa yment instn'tment imade payahle to the pavee and fo r an amoimt corresponding to the 
mnTietarv valuP ^Af^i^A bv th P sender, and cansing the printed negotiable instrument to 
bft mailed to the mailing address of the re cipient on the reqncsted mailing d^ 

The disclosure of Kim is not sufficient to overcome the deficiencies of Tadcbary. 
Kim does notj teach or suggest use of a third party seller to send and create a negotiable 
instrument fo^ delivery to a recipient. As such. Kim fails to teach or suggest how a third 
party seller wjiuld generate a negotiable instrument on behalf of an online buyer for direct 
deUvery to a recipient, how the buyer would pay for the negotiable instrument, and so 
forth- i 

Thus, ihe combination of Tackbary andKim fails to teach creation and printing of 
a greeting wi^i a negotiable instrument by a third party online seller for direct delivery by 
the seUer to d recipient. Given that the combination of Tackbary and Kim fails to teach 
and enable ejeiy element of AppUcant's claimed invention, the rejection under §103(a) 
with respect 'to the combination of Tackbary and Kim is improper and should be 
withdrawn foj>m Claims 1 and 17 and is not applicable to new Claim 29. 

I 

I 

2. i Combination of Tackbary and McGurl 

Applicant submits tiiat it is improper to combine the teachings of Tacld>aiy with 
the teachingsiof McGurL As stated above, Tackbary is directed to a method for on-going 
management j selection, and delivery of social expression cards (col. 1, lines 19-22). 
Tackbary f^ to teach or suggest how one would combine its system for creating a social 
expressions qanJ with a computerized disbursement system. As stated above. McGurl is 
directed to a computerized payment disbursement system (col. 2, lines 44-45) for 
generating standard electronic or printed payments in a secure manner. McGurl feils to 
teach or suggest use of a computerized disbursement system in combination witii a 
system for creating social expression cards. Given that there is no motivation or 
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suggestion to; combine the references, the combinalion of Tackbary and McGurl is 
improper and should be withdrawn. 

Even if the references are combined, the combination fells to disclose aU elements 
of AppUcanfs claimed invention. Neither reference, alone or in combination, teaches 
direct creatioi^ and deUvery of a printed greeting card with a negotiable instrument by a 
.^(^ ^V^/f^^^^^^^jST^^ As stated above, Tackbary alludes to inclusion of a check or 
^ charitable contribution with the social expression card, but Tackbary foils to enable the 

reader with aii understanding of who would generate the check, how the payee would be 
specified, ho\jir the amount of the negotiable instrument would be specified, how the 
check would l^e forwarded to a payee, and so forth. 

Specifically, with respect to Claim I, Tackbary foils to teach en.ablit^g th? gender 
specify a oiavee for the negotiable payme nt instniment. enabling the sender 10 specify 
^hf. monetafv value of the negotiable payment inCTniment. requesting payment 
airtborization for at least the r nftiiefflrv value of the negotiable payment instrument b^g4 
AT. hilling informatioTi provided b v the sender, and after payment authorization ha$ frpm 
nhtflined. printing the messag e and negotiable payment instrument by the seller. With 
respect to Ctoim 17, Tackbary foils to teach a computer network system including a 
means for snicifviae a t>avee for the negoti able payment instrument means for selecting 
the monetary value of the t ^e fwtiahle pay ment insttument means for specifying bilUng 
■nfomialion Ifor the message and the ne gotiable instrument, wherein the billing 
information inclnHgs a financial instimtion O f the sender, means for requesting billing 
aiithorizarioniftom the financial j Tistimtion of the sender, means for printing the message 
and negotiable payment instnmieat. and meana for mailing the message and negotiable 
payment instjnmient to the recipient. Likewise, with respect to Claim 29, Tackbary fails 
to teach a method of directing the seller to create and send to a recipient a printed 
negotiable payment instrument having a customized greeting message, including 
receiving payee infomiation from the sender, the pa vee information spedfiHnR the payee 
for the negotiable payment instrument enabling ttie Render to specify a roonetary value of 
the negotiable payment instrument printing the p epotiable payment instrument the 
message included on a stub portion of the negotiable payment instrument the negotiable 
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pi^ Yn^fint insmWient m arig payable t o the pavee and for an amomil coiresponding tQ tl^g 
mnnfttarv valute sel^rtfid hv the sender, and causing the printed nftpoti ahle instrument to 
hft mfliled to the m^ ^ii^ff '"^'^^■^^'^ recinient on the leQuested mailing date. 

The disclosure of McGurl is not sufficient to overcome the deficiencies of 
Tackbaiy. MbGurl does not teach or suggest use of a third party seller to create and 
dehver to a Recipient a customized greeting with a negotiable instrument. Instead, 
McGurl teachps creation and printing of checks by a user of an electronic disbursement 
system. FurtJ^ermore, contrary to the present invention, McGurl does not teach or suggest 
requiring autljorization prior to the user's issuance of a check. Rather, "once the user 
indicates to tlje system... that the disbursement is acceptable, the system then effectuates 
the disbursenient" (col. 5, lines 12-15). Thus, the combination of Tackbaty and McGurl 
fails to teaohl directing a third party online seUer to create and print a greeting with a 
negotiable instrument for direct delivery to a recipient. Given that the combination of 
. Tackbary ancj McGurl fails to teach and enable every element of AppUcant's claimed 
invention, th^ rejection under §l03(a) with respect to the combination of Tackbary and 
McGurl is imj)roper and should be withdrawn from Claims I and 17 and is not applicable 
tonewClaiinj29. 

I 

3. I Combination of Simpson and Kim 

Applifcant submits that it is improper to combine the teachings of Simpson with 
the teachings! of Kim. Simpson is directed to an improved greeting card having an 
electronic stcjrage media, such as a compact disk (CD), contained therein, and a method 
of enabling the purchaser of the card to personalize the card for the intended recipient for 
whom the ca^ was purchased (col. 1, lines 18-24). Simpson does not teach or suggest 
use of an electronic calculator or checkbook to generate the CD gift. likewise, Kim is 
directed to ap electronic checkbook having a printing mechanism (col. 2, lines 66-67). 
Kim does noj teach or suggest use of an electronic checkbook to design a greeting card of 
any kind, and in particular, Kim does not teach or suggest use of an electronic checkbook 
to make a CD gift or CD gift card. Given diat^.^ ge is no suggestion or mon v^on to 
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combine the teachings of Simpson and Kim, AppUcanl submits that the combination of 
Simpson and ^im is improper and the rejection under §103(a) should be withdrawn. 

Even iir the references are combined, Ihe combination fails to teach or suggest all 
elements of i^^licant's claimed invention. Specifically, neither reference, alone or in 
combination, teaches or suggests having a third party online seUer generate a negotiable 
instrument fo^ direct delivery to a recipient/payee. As stated above. Simpson is directed 
to an improveji greeting card having an electronic storage media, such as a compact disk 
(CD), contained therein, and a method of enabling the purchaser of the card to 
personalize thie card for the intended recipient for whom the card was purchased (col. 1, 
lines 18-24). 'Simpson foils to teach or suggest having a third party online seller generate 
a negotiable i^trument for direct delivery to a recipicnl^ayee. 

The tciachings of Kim are insufficient to overcome the deficiencies of Simpson. 
Kim is direct^ to an electronic checkbook having a printing mechanism (col. 2, lines 66- 
67). Kim dpes not teach or suggest using a third party online seUer to generate a 
negotiable iiitrument for direct delivery to a recipient. Thus, die combination of 
Simpson and! Kim fails to teach directing a seller to create a print^ greeting message 
having a nef^fttioMe payment instmment included therewith for direct delivery to a 
Incipient. Gjven that the combination of Simpson and Kim fails to teach and enable 
every elemenl of AppUcant's claimed invention, the rejection under § 103(a) with respect 
to the combiiistion of Simpson and Kim is improper and should be withdraiwn firom 
Claims I and! 17 and is not applicable to new Claim 29. 

I 

4. ! Combination of Simpson and McGurl 

Applijjant submits that it is improper to combine Hie teachings of Simpson and 
McGurl. Sii^son is directed to an improved greeting card having an electronic storage 
media, such jas a compact disk (CD), contained therein, and a method of enabling the 
purchaser of ithe catd to personalize the card for the intended recipient for whom the card 
was purchasU (col. 1. lines 18-24). Simpson does not teach ox suggest use of a 
computerized disbursement system such as that described in McGurl to generate the CD 
gift card. McGurl. is directed to a computerized payment disbursanent system (ooL 2, 
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lines 44-45). McGurl does not teach or suggest use of the payment disbursement system 
to generate gi^ cards; or CD gift caids. Given that there is no suggestion or motivation to 
combine the teachings of Simpson and McGurl, Applicant submits that the combination 
of Simpson and McGurl is improper and the rejection under §103(a) should be 
withdrawn, j 

Even if the references are combined, the combination fails to teach or suggest 
every elemenj of AppUcant's invention. Specifically, neither reference, alone or in 
combination. Iteaches directing a third party online seller to generate a negotiable 
instrument aiid deUver it directly to a recipient/payee. As stated above, Simpson is 
directed to a^ improved greeting card having an eleclionic storage media, such as a 
compact disk ^CD). contained therein, and a method of enabling the purchaser of the card 
to personaIi2<j the card for the intended recipient for whom the card was purchased (col. 
1, lines l8-2f). Simpson fails to teach or suggest having a third party onhne seller 
generate a negotiable instrument for direct delivery to a recipient/payee. 

The tleachings of McGurl are insufficient to overcome the deficiencies of 
Simpson. Mj;Gurl is directed to a computerized payment disbursement system (col. 2, 
lines 44-45).^ McGurl does not teach or suggest using a third party onhne seller to 
generate a negotiable instrument for direct deUveiy to a recipient Furthermore, contrary 
to the present invention. McGurl does not teach or suggest requiring authorization prior 
TO the user's issuance of a check. Rather, "once the user indicates to the system... that 
the disbursejpent is acceptable, the system then effecmates the disbursement" (col. 5, 
Mnes 12-15).^ Thus, the combination of Simpson and McGurl fiiils to teach directing a 
seller to erekte a prntf^ greeting messaefl having a negotiable payment instruigmt 
jncluded therewith for direct deUvery to a recipient. Given Aat the combination of 
Simpson andj McGurl fails to teach or suggest every element of AppUcant's claimed 
invention, thf rejection under §103(a) is improper and should be withdrawn from Claims 
1 and 17 and is not ^pUcable to new Claim 29. 
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C. Conclusion i 

Applicant i«kpectfiaiy submits that the various combinations of Tackbary, 
Simpson. Kiri. and McGurl to support a rejection under 35 U.S.C. §103 are improper and 
should be witl^diawn from Claims 1 and 17 and are not appUcable to new Claim 29 for at 
least the reascjns staled above. Accoidingly. AppUcant respectfiilly requests withdrawal 
of thisrejectidn. 

For at! least reasons stated above, it is respectfully submitted that all of the 
presoit claim^, as now amended, are in condition for allowance. 



Respectfully sjiumtied on beha^ of Applic^ t, 
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